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REMARKS/ARGUMENTS 

Claims 1-8, 21-25, 27, and 30 are cancelled without prejudice to seeking protection for 
the subject matter of these claims in a subsequently filed patent application. Claims 9-14, 17, 19- 
20 and 31-32 remain pending in the application. 

Applicants express appreciation to Examiner Smith for discussing this patent application 
with Applicants' attorney on September 18, 2007. The Barnes and Music patents were discussed 
as they relate to the rejected claims, particularly claim 1. Applicants respectfully request 
favourable reconsideration. 



Claim Rejections - 35 USC §103 

The final Office Action rejected claims 9-14, 17, 19-20, and 31-32 under Section 103(a) 
as being unpatentable over U.S. Patent No. 5,739,86 1 to Music in view of U.S. Patent No. 
7,050,639 to Barnes et al. ("Barnes"). According to the requirements set forth in MPEP 2143 
and 2143.03: 

2143 Basic Requirements of a Prima Facie Case of Obviousness 
To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's 
disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

2143.03 All Claim Limitations Must Be Taught or Suggested 
To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 
981, 180 USPQ 580 (CCPA 1974). "All words in a claim must be considered in 
judging the patentability of that claim against the prior art." In re Wilson, 424 F.2d 
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). If an independent claim is 
nonobvious under 35 U.S.C. 103, then any claim depending therefrom is 
nonobvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). 



6 of 9 



Appl. No. 10/678,426 

Amdt. dated September 28, 2007 

Reply to Office Action of July 13, 2007 

Applicants respectfully submit that Music in view of Barnes fail to teach or suggest all of 
the claim limitations of the rejected claims. Specifically, Music in view of Barnes fail to teach or 
suggest "encoding said data into a third recovery data code by truncating an end bit from said 
second data and grafting a designated bit into said second data as a leading bit of said third 
recovery data code when the absolute value of said difference is greater than said second 
threshold" as recited in claim 9. Music in view of Barnes fail to teach or suggest the similar 
feature recited in claim 31 of "encoding said second data into a second constant-length recovery 
data code by truncating an end bit from said second data and grafting a designated bit into said 
second data as a leading bit in a third condition of said difference." 

The final Office Action on page 7 states: "Music discloses truncating the end bit in col. 8 
and Barnes discloses grafting a designated bit as a leading bit of the third recovery code (see 
figure 13 where 202 is the third recovery code which includes designated bits 214 and 
compression code 216." Applicants respectfully submit that the Examiner fails to properly 
construe the cited prior art and fails to provide suitable teaching, suggestion, motivation, or 
reasons for combining these unrelated teachings from Music and Barnes to arrive at the claimed 
invention. 

First, Music's "truncating" teaching has nothing to do with the "truncating" step recited 
in the rejected claims. The Office Action cites Music, column 8, for the general proposition that 
it is known to truncate data. Of course, Applicants do not claim to have invented the concept of 
truncating data. However, Applicants truncate data in a specifically defined circumstance recited 
in the rejected claims, which circumstance differ from those of Music. Music truncates data in a 
specific situation when data accuracy is not important. Music, column 8, describes "an important 
additional level of compression of Y information." In this process, 3x3 blocks are partitioned 
into 2 values of luminosity Yl and Y2. Yl is the sum of all pixels in the block whose value is 
greater than YO, divided by the quantity of such pixels, and Y2 being the sum of all pixels in the 
block whose value is equal to or less than YO, divided by the quantity of such pixels. Music 
expressly states that the "accuracy of Yl and Y2 is not of prime importance." Of course, the 
values of Yl and Y2 have nothing to do with the "second data" of which the end bit is truncated 
as recited in claims 9 and 31. Nevertheless, the Office Action assumes without any supporting 
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evidence that Barnes second data can be truncated when the difference value exceeds the second 
threshold. The Office Action further assumes a person having ordinary skill in the art would 
have been motivated to truncate Barnes "second data" because Music teaches that the accuracy of 
Yl and Y2 are not of prime importance and can be truncated. 

Applicants respectfully submit that the final Office Action fails to provide sufficient 
reasons to conclude or assume that the accuracy of Barnes "second data" is not important when 
the difference value exceeds the second threshold. Independent claim 31 also recites the features 
discussed above. 

Next, Barnes "grafting" teaching has nothing to do with the grafting step recited in the 
rejected claims. The Office Action states: "Barnes discloses grafting a designated bit as a leading 
bit of the third recovery code," citing Fig. 13 "where 202 is the third recovery code which 
includes designated bits 214 and compression code 216." Barnes designated bits 214 identify the 
compression table used to compress the data. According to Barnes, the designated bits are used 
to identify data that is compressed according to one of several possible compression code tables. 
Thus, Barnes grafts leading bits only onto compressed data, and Barnes compresses only those 
difference values that fall below a threshold. Barnes does not compress difference values that 
exceed a threshold; instead Barnes uses the actual data value. Therefore, Barnes does not teach 
or suggest grafting leading bits to difference values that exceed a threshold. It is important to 
remember that Barnes difference value is not equivalent to the "second data" recited in claim 9. 
Accordingly, Applicants respectfully submit that Barnes fails to disclose grafting a designated bit 
into the "second data" as a leading bit as recited in claim 9. 

Applicants respectfully submit that the final Office Action fails to provide sufficient 
reasons to conclude or assume that one skilled in the art would be motivated to graft a designated 
bit into the "second data" when the difference value exceeds the second threshold. Independent 
claim 31 also recites the features discussed above. 

In view of the foregoing, Applicants respectfully request withdrawal of the rejection 
under Section 103(a) and allowance of claims 9-14, 17, 19-20 and 31-32. 
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Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 
If there are any remaining issues preventing allowance of the pending claims that may be 
clarified by telephone, the Examiner is requested to call the undersigned. 

Respectfully submitted, 

/Evan R. Witt/ 



Evan R. Witt 
Reg. No. 32,512 
Attorney for Applicant s) 

Date: September 28, 2007 

KIRTON & McCONKIE 
1800 Eagle Gate Tower 
60 East South Temple 
Salt Lake City, Utah 84111 
Telephone: 801/328-3600 



The Commissioner is hereby authorized to charge any additional fees which may be required, 
or credit any overpayment to Deposit Account No. 50-0843. 
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